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DETAILED ACTION 
Priority 

1 . An application in which the benefits of an earlier application are desired must contain a 
specific reference to the prior appUcations in the first sentence of the specification (37 CFR 1.78). 
If applicant desires priority under 35 U.S. C. 1 19 (e) based upon a previously filed copending 
application, specific reference to the earlier filed application must be made in the instant 
application. This should appear as the first sentence of the specification following the title, 
preferably as a separate paragraph. The status of the parent application(s) (whether patented or 
abandoned) should also be included. If a parent application has become a patent, the expression 

"now Patent No. " should follow the filing date of the parent application. If a 

parent application has become abandoned, the expression "now abandoned" should follow the 
filing date of the parent application. 

Status of the Claims 

2. Claims 5 - 13 had been canceled based on amendment filed 4-27-00, and claims 1 - 4 are 
still pending. 
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Drawings 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the hollow separation arrangement 
comprising two or more packs sections and including joiner caps coaxially securing the pack 
sections must be shown or the feature should be canceled from claim 1. No new matter should 
be entered. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this OflBce action: 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

5. Claim 4 is rejected under 35 U.S.C. 102(b) as being anticipated by Marshall (U.S. 
4,634,527). 

Marshall (527) discloses a separation element comprising a pack (10, 12) including a 
porous medium and a first end, and an end cap (14, 16) having a first segment (16), a second 
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segment (14) mounted to the first end of the pack (10, 12) and a sealing member (26) coupled to 
at least one of the first and second segments (14, 16), and the first segment (16) slidably engaging 
the second segment (14) such that the sealing member (26) is relaxed in a first position, and in a 
second position, the sealing member is compressed by the first and second segments (14, 16), 
thereby energizing the sealing member (26) and has an outer diameter greater than the outer 
diameter of the second segment (14) of the end cap, as in fig. 1 and col. 2 (claim 4). 



Claim Rejections - 35 USC §103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action; 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



7. 

(U.S. 



Claims 1 - 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eckman 
5,470,469) . 
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Eckman (469) discloses a separation element comprising two or more hollow pleated pack 
sections (60, 60', 60"), each having first and second ends and interior and including a porous 
medium (membrane) comprising polymeric material, as in figs. 1 - 3 and col. 12, lines 16-20 and 
33 - 37, and joiner caps (28) attached to at least one end of each of the two or more pack sections 
(60, 60', 60"), adjacent joiner caps connected to coaxially secure the pack sections and joiner caps 
into a hollow separation arrangement having an interior diameter of 5 cm (about 2 inches) to 50 
cm (about 20 inches), as in col. 12, lines 50 - 52, and first and second end caps (28, 29) attached 
to the hollow separation arrangement, wherein one of end caps (29) comprises a seal having an 
outside diameter greater than the largest outside diameter of the hollow separation arrangement 
(60), as in fig. 2. Although Eckman does not explicitly disclose the hollow separation 
arrangement (60, 60", 60") being at least about 40 inches, it is obvious that upon stacking of at 
least two hollow packs/cartridges (60, 60', 60") to make a unitary hollow separation element, as in 
fig, 3, and depending upon the individual lengths of each hollow pack (60), conditions for 
filtration such as operating pressures, and needed size/length by the user, the overall length of the 
resulting hollow separation arrangement would include at least a length of about 40 inches, as in 
col. 13, lines 1-4 (claim 1). 

Eckman also discloses each of the hollow pleated packs (60) could be of any length or 
size, including being at least 40 inches in length, depending upon the conditions of filtration 
process, such as operating pressure, as in col. 12, lines 29 - 33. Eckman also discloses the seal of 
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end cap (29) having a larger outside diameter than the largest diameter of the hollow pleated pack 
(60) and the other end cap (28), as in fig. 2. It is also obvious that depending upon materials 
available and end uses of the hollow pleated packs and design of the manufacturer, the length of 
each of the pack may be varied in sizes and can include at least 40 inches in length (claim 2). 

8.. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eckman (469) in 
view of Heybutzki et al. (U.S. 5,332,410) or Ciliberti et al. (U.S. 4,735,638). 

Eckman (469) has been expanded above. Eckman has disclosed a separation element 
comprising a pack (60) including a porous medium and a first end and having an interior diameter 
greater than about 2 inches, and an end cap including a first segment (lower or bottom end 
portion) mounted to the first end of the pack (60) and a second segment (upper or top end 
portion) spaced a certain (first) distance fi-om the first segment of the end cap and the first end of 
the pack, as in and figs. 1 - 3 and col. 12, Unes 50 - 52. However, Eckman fails to disclose the 
end cap being extendable from a first position in which the first and second segments are spaced a 
distance from each other to a second position in which the first and second segments are spaced a 
second distance from each other, wherein the second distance is greater than the first distance. 
Heybutzki et al. (410) teach an extendable end cap for a separation/filter element having first and 
second segments (1, 1'), wherein the first segment (1) is attached/mounted to a first end of the 
filter element and the second segment (!') is spaced from the first end of the filter element/first 
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segment (1) a first distance in a first position (relaxed) and a second distance in a second position 
(extended), respectively, as in figs. 5-6 and cols. 3-4. Alternatively, Ciliberti et al. (638) teach 
an extendable end cap for a separation element, wherein the end cap having first and second 
segments (101, 103), the first segment (101) attached to a first end of the element and the second 
segment (103) is spaced a first distance fi-om the first segment in a first position (relaxed or 
normal position) to a second position in which the first and second segments are spaced a second 
distance fi^om each other, wherein the second distance is greater than the first distance, as in fig. 5 
and cols. 7-8 (claim 3). It is considered that it would have been obvious to one of ordinary skill 
in the art at the time of the invention to modify the end cap of the separation element of Eckman 
(469), by substituting it with the end cap taught by Heybutzki et al. (410) or Ciliberti et al. (638), 
in order to provide an improved end cap capable of relieving stresses and accomodate 
displacements or any movements arising fi-om a thermal expansion or any lateral deviations of the 
filter element during filtration. 

Response to Amendment 

9. Applicant's arguments with respect to claims 1-4 have been considered but are moot in 
view of the new grounds of rejection. This action is non-final. 
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Conclusion 

10. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Marianne S. Ocampo, whose telephone number is (703) 305-1039. The 
examiner can normally be reached on Monday - Friday from approximately 8:00AM - 4:30PM. 

11. If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, 
Wanda L. Walker, can be reached on (703) 308-0457. 

12. The fax phone number for UnofTicial faxes (i.e. faxes not to be entered, drafts) for 
Technology Center 1700 is (703) 305-3602. The fax number for Official faxes (i.e. faxes to 
become part of the file history) for this Center is (703) 305-3599. When filing a fax in 
Technology Center 1700, please indicate in the Header (upper right) "Official" for papers that are 
to be entered into the file, and "Unofficial" for draft documents and other communication with the 
PTO that are not for entry into the file of the application. This will expedite processing of your 
papers. 
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13. Any inquiry of a general nature or relating to the status for this application should be 
directed to the Group receptionist, whose telephone number is (703) 308-0661. 



M. S. O. 
July 17, 2000 



W.LWALJ(ER 
SUPERVISORY mm EXAMINER 
TCCHNOLOGY CENTER 1700 



